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Offic Action Summary 


Application No. 

09/800,645 


Examiner 

Mark Halpem 


Applicant(s) 


RUNGE ET AL. 


Art Unit 

1731 


- The MAILING DATE fthisc mmunication app ars on the cover sheet with the correspondence address -- 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )E] Responsive to communication(s) filed on 16 August 2002 . 
2a)Q This action is FINAL. 2b)£3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-76 is/are pending in the application. 

4a) Of the above claim(s) 35-76 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [3 Claim(s) 1-34 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)Q The drawing(s) filed on is/are: a)Q accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

The proposed drawing correction filed on is: a)Q approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) Q The oath or declaration is objected to by the Examiner. 
Pri rity under 35 U.S.C. §§119 and 120 

13) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

aOAII b)D Some*c)D None of: 

1.0 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1) O Notice of References Cited (PTO-892) 4) O Interview Summary (PTO-413) Paper No(s). . 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) d Notice of Informal Patent Application (PTO-152) 

3) |3 Information Disclosure Statement(s) (PTO-1449) Paper No(s) 4.5.8 . 6) O Other: 


U.S. Patent and Trademark Office 

PTO-326 (Rev. 04-01) 


Office Action Summary 


Part of Paper No. 9 
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DETAILED ACTION 

Election/Restrictions 

1) Applicant's election of species of shown in Figure 1 , and claims 1-34, readable 
thereon, in Paper No. 7, is acknowledged. Because applicant did not distinctly and 
specifically point out the supposed errors in the restriction requirement, the election has 
been treated as an election without traverse (MPEP § 818.03(a)). 

Claims 35-76, are withdrawn from further consideration pursuant to 37 CFR 
1.142(b), as being drawn to a non-elected invention, there being no allowable generic or 
linking claim. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2) Claims 3, 6-7, 9, are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 3, 6, are not clear as to "a gradient of said chemical additive". 

Claim 7 is not clear as to the "enhanced quality" of the finished paper or tissue 
product. The term is vague making the claim indefinite. 

Claim 9 recites the limitation "said softener" in line 1 . There is insufficient 
antecedent basis for this limitation in the claim. 
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Claim R j ctions - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3) Claims 1-19, 22-33, are rejected under 35 U.S.C. 102(a) as being anticipated by 

Goulet (WO 00/66835). 

Claims 1-6, 14, 16-19, 22-28: Goulet discloses a process whereby a fiber pulp 

slurry is transported to a pulp mill dry lap machine and is made into a fibrous web 

product, dewatering and drying the product and adding a chemical additive (pg. 6, line 

170 to pg. 7, line 200). The fiber slurry is dewatered and dried to a predetermined 

consistency (pg. 3, lines 57-63). The chemical additive retention is between 0 and 20 

percent when the fibrous web product is re-dispersed in water (pg. 3, lines 72-76). The 

re-dispersed web in water is a slurry containing chemical additives for further 

papermaking (pgs. 12-13). 


Application/Control Number: 09/800,645 


Page 4 


Art Unit: 1731 

Claim 7: the product is a tissue paper of enhanced quality (Abstract, and pg. 5, 
lines 126-131). 

Claims 8, 10-13, 33: the chemical additives are disclosed as a softener, an 
absorbency agent, a wet strength agent, a dry strength agent (pg. 5, lines 142-143). 

Claim 9: the chemical additive is an imidazoline based debonding agent (pg. 9, 
line 272). 

Claims 15, 29-32: the amount of chemical additive applied is greater than 0.1 
kilograms per metric ton (pg. 3, lines 72-74, and pg. 26, claims 22-24, of the Goulet 
patent). 

4) Claims 20-21, 34, are rejected under 35 U.S.C. 102(a) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Goulet. 

Goulet discloses, as per above, a paper product, a tissue (pg. 5, lines 126-131). 
In the event any differences can be shown for the product-by-process claims 20-21 , 34, 
as opposed to the product taught by the reference Goulet, such differences would have 
been obvious to one of ordinary skill in the art as a routine modification of the product in 
the absence of a showing of unexpected results; see also In re Thorpe , 227 USPQ 964 
(Fed. Cir. 1985). 


5) Claim 1 is provisionally rejected under the judicially created doctrine of double 
patenting over claim 1 of copending Application No. 09/802,529. This is a provisional 
double patenting rejection since the conflicting claims have not yet been patented. 


Double Patenting 
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The subject matter claimed in the instant application is fully disclosed in the 
referenced copending application and would be covered by any patent granted on that 
copending application since the referenced copending application and the instant 
application are claiming common subject matter, as follows: claim 1 of the present 
application differs from claim 1 of application 09/802,529, in part (d) only, in that in the 
copending application, the chemical additive is recited as "water insoluble", and in the 
copending application, the chemical retention rate is from "25 to about 100 percent" vs. 
"10 to about 100 percent" in the present application. 

Furthermore, there is no apparent reason why applicant would be prevented from 
presenting claims corresponding to those of the instant application in the other 
copending application. See In re Schne/Jer, 397 F.2d 350, 158 USPQ 210 (CCPA 
1968). See also MPEP § 804. 

Conclusion 

6) Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark Halpern whose telephone number is 703-305- 
4522. The examiner can normally be reached on Mon-Fri, (9:00-5:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Griffin can be reached on 703-308-1164. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-308-7718 
for regular communications and 703-305-3599 for After Final communications. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 


0651. 



Mark Halpern 
Patent Examiner 
Art Unit 1731 


September 26, 2002 


